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DETAILED ACTION 
Response to Amendment 

1 . In response to the amendment received December 21 , 2006: 

a. Claims 1-4, 6-12, 14 and 21-25 are pending. Claims 5, 13 and 16-20 have 
been cancelled as per Applicant's request; 

b. The 112 rejections have been withdrawn in light of the amendment; 

c. The prior art rejections of record stand as modified, the new grounds of 
rejection necessitated by amendment. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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2. Claims 1, 2, 6, 8, 10, 11, 14 and 21-25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over JP '917 in view of either JP 03-049152 (JP '152) or JP 61- 
008846 (JP '846). 

JP '917 discloses cap assembly in Fig. 1B comprising a cap plate 3 having a port 
aperture through which an electrode port 4B is inserted, and an insulating member 13 
disposed between the cap plate 3 and the electrode port 4B to insulate the cap plate 
3and the electrode port 4B and to tightly bind the electrode port 4B to the cap plate 3 
wherein the insulating member 13, cap plate 3 and electrode port 4B form a single 
integrated body (Fig. 1 B as applied to claim 1 ). 



The insulating member is provided in the same relationship as defined in claim 1, 
claim 2 serving to further define the insulating member via a particular process. Thus 
claim 2 has been interpreted as a product-by-process claim. Since the prior art 
structure of claim 2 is identical to that of JP '917, the product of claim 2 is still 
anticipated by JP '917. It should be further noted that the insulating material 13 is 
made by insertion molding (paragraph [0009] as applied to claim 2). 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
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process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their peculiar nature" 
than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 
742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 
MPEP section 21 13. 

JP '917 discloses an insulator 13 wherein the insulation has a first portion 
interposed between the head of the plate and a top surface of the plate 3, a second 
insulator interposed between an inner wall of the port and the outer surface of the 
electrode port 4 and a third insulator 13 laterally extending from the second insulator to 
contact a bottom surface of plate 3 (Figs. 1 B and 2 as applied to claim 6). 

A port plate 15 is provided on a surface of insulating member 13 and since it is of 
a conductive material and in direct contact with the electrode port 4B, is held to be 
electrically connected to the electrode port 4B (Fig. 2 as applied to claim 8). 
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JP '917 discloses secondary battery (Fig. 3) comprising a battery unit having a 
negative plate, separator and positive plate stacked upon one another and rolled; a can 
in which the unit is accommodated (Fig. 3 and paragraph [0003]) and a cap assembly 
covering the top of the can as shown in Figs. 1 B and 3 comprising a cap plate 3 having 
a port aperture through which an electrode port 4B is inserted, and an insulating 
member 13 disposed between the cap plate 3 and the electrode port 4B to insulate the 
cap plate 3and the electrode port 4B and to tightly bind the electrode port 4B to the cap 
plate 3 wherein the insulating member 13, cap plate 3 and electrode port 4B form a 
single integrated body, where electrode tabs are drawn out from the negative and 
positive plates of the battery and selectively electrically connected to the can (Figs. 1 B, 
3 and 4B as applied to claim 10). 

The insulating member is provided in the same relationship as defined in claim 
10, claim 1 1 serving to further define the insulating member via a particular process. 
Thus claim 1 1 has been interpreted as a product-by-process claim. Since the prior art 
structure of claim 1 1 is identical to that of JP '917, the product of claim 1 1 is still 
anticipated by JP '917. It should be further noted that the insulating material 13 is 
made by insertion molding (paragraph [0009] as applied to claim 11). 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
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unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their peculiar nature" 
than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 
742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 
MPEP section 21 13. 

JP '917 discloses an insulator 13wherein the insulation has a first portion 
interposed between the head of the plate and a top surface of the plate 3, a second 
insulator interposed between an inner wall of the port and the outer surface of the 
electrode port 4 and a third insulator 13 laterally extending from the second insulator to 
contact a bottom surface of plate 3 (Figs. 1B and 2 as applied to claim 14). 

The end of the insertion end is provided at the end of the electrode port when 
inserted into the port aperture (claim 22) and includes an extension portion which 
extends into the body (see Figs as applied to claim 24) and is electrically connected to a 
respective tab of the battery (as applied to claim 25). 



Application/Control Number: 10/688,914 Page 7 

Art Unit: 1745 

The differences between claims 1, 10, 21 and 23 and JP '917 are that JP '917 
does not teach of an electrode port including a head and an insertion whose diameter 
steadily increases from the head to an end thereof, the insertion being inserted into the 
port aperture up to the head (claims 1 and 10) or of the diameter linearly increasing 
from head to end (claims 21 and 23) 

JP '917 does teach of an electrode port including a head and body. 

JP '152 teaches that it is known to tape the body of an electrode port which is 
inserted into and through the housing of a battery (see Fig. 5) and has a diameter which 
increases from head to end. JP '846 discloses a similar arrangement (see Figs. 1-4). 

The motivation for tapering the body is to improve the seal between the electrode 
port tapered surface and the opening of the battery housing. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP '917 by tapering the 
electrode port body as taught by either JP '152 or JP '846 since it would have improved 
the seal of the mating surfaces of the electrode port body and battery housing. 
3. Claims 1-2, 6, 7-11, 14 and 21-25 are rejected under 3*5 U.S.C. 103(a) as being 
unpatentable over JP '577 in view of either JP 03-049152 (JP '152) or JP '846. 

JP '577 discloses cap assembly in Fig. 1 comprising a cap plate 3 having a port 
aperture through which an electrode port 4 is inserted, and an insulating member 7/8 
disposed between the cap plate 3 and the electrode port 4 to insulate the cap plate 
3and the electrode port 4 and to tightly bind the electrode port 4 to the cap plate 3 
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wherein the insulating member 7/8, cap plate 3 and electrode port 4 form a single 
integrated body (Fig. 1Bas applied to claim 1). 



[01] 





7 * 4A N 6 



The insulating member is provided in the same relationship as defined in claim 1, 
claim 2 serving to further define the insulating member via a particular process. Thus 
claim 2 has been interpreted as a product-by-process claim. Since the prior art 
structure of claim 2 is identical to that of JP '577, the product of claim 2 is still 
anticipated by JP '917. 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their peculiar nature" 
than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 
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742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 
MPEP section 2113. 

The end portions 4A and 4B of the electrode port 4 are drawn out to support a 
surface of the insulating member upward toward plate 3 (Fig. 1 as applied to claims 7 
and 9). 

A port plate 6 is provided on a surface of insulating member 7 and since it is of a 
conductive material and in direct contact with the electrode port 4, is held to be 
electrically connected to the electrode port 4 (Fig. 1 as applied to claim 8). 

JP '577 discloses secondary battery comprising a battery unit having a negative 
plate, separator and positive plate stacked upon one another and rolled; a can in which 
the unit is accommodated and a cap assembly covering the top of the can as shown in 
Fig. 1 comprising a cap plate 3 having a port aperture through which an electrode port 4 
is inserted, and an insulating member 7/8 disposed between the cap plate 3 and the 
electrode port 4 to insulate the cap plate 3and the electrode port 4 and to tightly bind the 
electrode port 4 to the cap plate 3 wherein the insulating member 7/8, cap plate 3 and 
electrode port 4 form a single integrated body, where electrode tabs are drawn out from 
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the negative and positive plates of the battery and selectively electrically connected to 
the can (Figs. 1 as applied to claim 10). 

The insulating member is provided in the same relationship as defined in claim 
10; claim 1 1 serving to further define the insulating member via a particular process. 
Thus claim 1 1 has been interpreted as a product-by-process claim. Since the prior art 
structure of claim 1 1 is identical to that of JP '577, the product of claim 1 1 is still 
anticipated by JP '577. 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their peculiar nature" 
than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 
742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
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(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 
MPEP section 2113. 

JP '577 discloses an insulator 7/8 wherein the insulation has a first portion 
interposed between the head of the plate and a top surface of the plate 3, a second 
insulator interposed between an inner wall of the port and the outer surface of the 
electrode port 4 and a third insulator 7 laterally extending from the second insulator to 
contact a bottom surface of plate 3 (Fig. 1 as applied to claims 6 and 14). 

The end of the insertion end is provided at the end of the electrode port when 
inserted into the port aperture (claim 22) and includes an extension portion which 
extends into the body (see Figs as applied to claim 24) and is electrically connected to a 
respective tab of the battery (as applied to claim 25). 

The difference between claim 1, 10m 21 and 23 and JP '577 is that JP '577 does 
not teach of an electrode port including a head and an insertion whose diameter steadily 
increases from the head to an end thereof, the insertion being inserted into the port 
aperture up to the head (claims 1 and 10) or of the diameter linearly increasing from 
head to end (claims 21 and 23) 

JP '577 does teach of an electrode port including a head and body. 

JP '152 teaches that it is known to tape the body of an electrode port which is 
inserted into and through the housing of a battery (see Fig. 5) and has a diameter which 
increases from head to end. JP '846 discloses a similar arrangement (see Figs. 1-4). 

The motivation for tapering the body is to improve the seal between the electrode 
port tapered surface and the opening of the battery housing. 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP '577 by tapering the 
electrode port body as taught by either JP '152 or JP '846 since it would have improved 
the seal of the 

4. Claims 3, 4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over either JP '91 7 or JP '577 each in view of either JP '1 52 or JP '846 and in further 
view of GB 21 1 1295 A (GB '295). 

The teachings of JP '917, JP '577, JP '152 and JP '846 have been discussed 
above and are incorporated herein, independent of one another. 

The differences between these references and claims 3, 4 and 12 are that 
neither JP '917 nor JP '577 teaches of the claimed auxiliary binding unit. 

GB '295 discloses a battery seal in Fig. 7 wherein the terminal portion of the plate 
23 includes a feature 43a which is broadly construed as an auxiliary binding unit to 
improve the seal between the plate and insulation. This feature includes mating groove 
features in both the cap plate 43 and seal 45 (as applied to claims 3, 4 and 12). 

The motivation for using the arrangement of Fig. 7 of GB '295 wherein an 
auxiliary binding unit is provided between the cap plate and insulation is that it improves 
the seal of the battery (page 2, II. 79-92). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of either JP '917 or JP '577 by 
providing an auxiliary binding unit between the cap plate and insulation since it would 
have improved the seal of the battery. 
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Response to Arguments 

5. Applicant's arguments with respect to claims 1-4, 6-12, 14 and 21-25 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregg Cantelmo whose telephone number is 571-272- 
1283. The examiner can normally be reached on Monday to Thursday, 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Gregg Cantelmo 
Primary Examiner 
Art Unit 1745 
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